
On March 19, the Supreme Court held that the
“first sale” applies to copies of a copyrighted work
lawfully made abroad. Kirtsaeng, DBA Bluechris-

tine99 v. John Wiley & Sons Inc., No. 11–697, 568 U. S.
____ (2013). 
When petitioner Kirtsaeng moved from Thailand to the

United States to study mathematics, he took advantage of
differential pricing to make a profit. Under this scheme,
publishers sometimes arrange to sell the same books at
different prices in different countries. Kirtsaeng arranged to
have friends and neighbors purchase copies of foreign
editions of English-language textbooks and send them to
him in the United States. He then reimbursed the
purchaser, resold the books, and kept the profits. 
Respondent, John Wiley & Sons Inc., is an academic

textbook publisher. Wiley often assigns rights to its wholly-
owned foreign subsidiary, Wiley Asia, to publish, print, and
sell foreign editions of Wiley’s English language textbooks
abroad. Wiley Asia’s books state that they are not to be taken
into the United States without permission. 
Wiley filed suit, claiming that Kirtsaeng’s unauthorized

importation and resale of its books infringed Wiley’s exclu-
sive right to distribute under 17 U.S.C. §106(3) and
violated the import prohibition of 17 U.S.C. §602. Kirt-
saeng responded that because his books were “lawfully
made” and acquired legitimately, the “first sale” doctrine of
17 U.S.C. §109(a) permitted importation and resale
without Wiley’s further permission. At trial, the District
Court held that the “first sale” doctrine does not apply to
goods manufactured abroad, and a jury found that Kirt-
saeng had willfully infringed Wiley’s U.S. copyrights and
assessed damages. The Second Circuit affirmed, holding
that the “first sale” requirement that a copyrighted work be
“lawfully made under this title” indicated that the “first sale”
doctrine does not apply to copies of American copyrighted
works manufactured abroad. 
The Supreme Court reversed, stating that a copyright

owner’s exclusive right to distribute copies of a copyrighted
work are qualified by the application of several limitations,
including the “first sale” doctrine, which permits the “owner
of a particular copy or phonorecord lawfully made under
this title” to “sell or otherwise dispose of the possession of
that copy or phonorecord.” The Court noted that it had
previously held, in Quality King Distributors Inc. v. L’anza

Research Int’l Inc., 523 U. S. 135, 145, that the reference in
§602(a)(1) to §106(3) incorporates the limitations of
§§107 through 122, including §109’s “first sale” doctrine
and held that “The “first sale” doctrine applies to copies of
a copyrighted work lawfully made abroad. Pp. 7–33.”
At issue was the question of whether the phrase “lawfully

made under this title” imposes a geo graphical limitation, as
Wiley argued, or a non-geographical limitation. In the latter
case, the “first sale” doctrine would only require that the
goods be made “in accordance with” or “incompliance with”
the Copyright Act. That interpretation, which was adopted
by the Court, would permit the doctrine to apply to copies
manufactured abroad with the copyright owner’s permission
and, in this case, would make Kirtsaeng’s importation
lawful. The Court found that the language, context, and
common-law history of the “first sale” doctrine favored
Kirtsaeng’s reading of section 109(a). The Court noted that
section 109(a) said nothing about geography and that the
term “under” “can logically mean ‘in accordance with.’ A
non-geographical inter pretation provides each word in the
phrase ‘lawfully made under this title’ with a distinct
purpose: ‘lawfully made’ suggests an effort to distinguish
copies that were made lawfully from those that were not,
and ‘under this title’ sets forth the standard of ‘lawful[ness]’
(i.e., the U.S. Copyright Act). This simple reading promotes
the tradi tional copyright objective of combatting piracy and
makes word-by word linguistic sense.” 
Looking at the language to be interpreted, the Court

found that Wiley’s proposed “geographical interpretation
bristles with linguistic difficulties. Wiley first reads ‘under’
to mean ‘in conformance with the Copyright Act where the
Copyright Act is applicable,’” and then “argues that the Act
‘is applicable’ only in the United States. Howev er,” the
Court noted, “neither ‘under’ nor any other word in
‘lawfully made under this title’ means ‘where,’” and no
geographical limitation can be read into the word “applic-
able.” “The fact that the Act does not instantly pro tect an
American copyright holder from unauthorized piracy taking
place abroad does not mean the Act is inapplicable to copies
made abroad. Indeed, §602(a)(2) makes foreign-printed
pirated copies sub ject to the Copyright Act. And §104 says
that works ‘subject to pro tection’ include unpublished
works “without regard to the [author’s]nationality or domi-
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INTELLECTUAL PROPERTY SPRING INSTITUTE
The Intellectual Property Spring Institute will be
held April 19, at the Tennessee Bar Center, 221 4th
Ave N, Nashville, Tenn.. The Spring Institute offers
an opportunity to meet with colleagues and get six
hours of CLE.
The entertaining and informative program will

feature a speaker from the Trademark Trial and
Appeal Board, and will include presentations and
panels relating to a variety of intellectual property
topics, including:
• Accelerated Case Resolution at the TTAB
• TTAB Do’s & Don’ts
• America Invents Act Update
• Proving Damages in IP Cases
• Biotech and Software Patentability
• The new AIA Accelerates America’s March
Toward Globalization of Patent Laws

• Recent Developments in Copyright Law

2013 INNOVATION EXPO
The United States Patent and Trademark Office (USPTO)
and the Smithsonian Institution have begun a seven-year
collaboration to develop programs and exhibitions related
to innovation. The program will begin with the 2013 Inno-

vation Expo, which will be held June 20-22 at the Patent
and Trademark Office in Alexandria, Va. The event, which
is free and open to the public, will showcase the latest tech-
nological developments from America’s innovators affili-
ated with large corporations, small businesses, academic
institutions, government agencies, and the independent
inventor community. The Expo will also demonstrate the
vital role America’s intellectual property system and the
USPTO play in promoting and protecting innovation, a
role that contributes greatly to America’s competitiveness
and prowess in the global economy. Later events are also
planned to be held in a new International Pavilion at the
Arts and Industries Building, located on the National Mall
between the Castle and the Hirshhorn Museum. That
building is scheduled to reopen in Summer 2014. 
The Arts & Industries Building opened in 1881 as the

U.S. National Museum and featured objects from the 1876
Centennial Exposition in Philadelphia. The building closed
in Jan. 2004 for a structural review and extensive renova-
tions, which are scheduled to be completed in 2014. IP

Mark Your Calendar
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PRIORITIZED PATENT EXAMINATION PROGRAM AT
USPTO
The USPTO is touting it prioritized patent examination
program, called Track One. Under this program, a patent
applicant can request prioritized examination that should
lead to a final disposition within about twelve months. The
program is available for prioritized examination of utility
and plant patent applications. Track One gives an applica-
tion special status with fewer requirements than the current
accelerated examination program and does not require the
applicant to perform a pre-examination search. The proce-
dure is available for utility and plant variety applications.
It may be requested for a fee at the time of filing, or a single
request for prioritized examination may be granted for a
Request for Continued Examination (RCE).

USPTO ISSUES TRIAL PRACTICE GUIDE 
The U.S. Patent and Trademark Office has announced a
new Office Practice Trial Practice Guide (The Guide). The
Guide addresses proceedings conducted in the Patent Trial
and Appeal Board (formerly the Board of Patent Appeals
and Interferences). Specifically, The Guide applies to inter
partes review, post-grant review, and covered business
method patent review proceedings commencing on or after
Sept. 16, 2012, and to derivation proceedings commencing
on or after Mar. 16, 2013. The Guide has been published
in an Aug. 14, 2012, Federal Register notice that can be
accessed at http://www.uspto.gov/ip/boards/bpai/trial_
practice_guide_74_fr_48756_081412.pdf. 

LEAHY-SMITH IMPLEMENTATION: HELP CENTER,
VIDEOS, PRACTICE TIPS
The USPTO is working actively to implement the Leahy-

Smith America Invents Act (AIA), which makes substantial
changes in patent prosecution practice. To facilitate prac-
tice under the new law, the USPTO has launched several
initiatives to provide guidance and answer questions for
applicants and practitioners.
The initiative that may be most useful over the long

term is the establishment of a special AIA Help Center to
answer your first-inventor-to-file questions. Persons with
questions can either call 1-855-HELP-AIA (1-855-435-
7242) or email the Help Center at HELPAIA@uspto.gov.
Another initiative is the development of a series of

informative short videos, which are available on YouTube.
Videos available so far include
• Prior Art Under AIA 35 U.S.C. 102(a)(1), available at
http://www.youtube.com/watch?v=wA8_4H156fk 

• Exceptions to Prior Art Under AIA 35 U.S.C.
102(b)(1), available at http://www.youtube.com/
watch?v=i0qQHTLdRRA

• Prior Art Under AIA 35 U.S.C. 102(a)(2), available
at http://www.youtube.com/watch?v=3rL01ItMHvI 

• Exceptions to Prior Art Under AIA 35 U.S.C.
102(b)(2), available at http://www.youtube.com/
watch?v=YzVrH71c0nc. 

Recently, Janet Gongola, USPTO’s Patent Reform
Coordinator, published a series for using a substitute state-
ment, correcting inventorship, changing or updating
inventor names or their order, and filing the USPTO
inventor’s oath of declaration forms. Because the tips have
now been moved from the main AIA Implementation
page to the AIA Blog and are somewhat more difficult to
access, they are reproduced on page 5. IP

USPTO NEWS

New Programs at USPTO

The Real McCoy is inventor Elijah
McCoy (1844-1929), a prolific inventor
who obtained 57 patents. Mr. McCoy’s
inventions spanned a broad range of
technology. His primary area of
invention related to the lubrication of
locomotives but also included such
consumer items as a folding ironing
board and a lawn sprinkler. McCoy
was born to fugitive slaves from
Kentucky who were then living in
Canada. He trained in Scotland as a
mechanical engineer and, after the
Civil War, moved to Michigan, where
he became a fireman/oilman on the
Michigan Central Railroad. In 1872,

McCoy patented an automatic
lubricating cup that oiled the
locomotive while the train was in
motion. Railroads and shipping lines
adopted his automatic lubricating cup,
and Michigan Central promoted him to
the position of instructor on the use of
his inventions. McCoy organized a
company to manufacture and improve
his inventions. Like many successful
inventions, McCoy’s automatic
lubricating cup was imitated by other
manufacturers. However, the
superiority of McCoy’s design caused
machinists and engineers to demand
“the real McCoy.” IP

The Real McCoy

Inventor Elijah McCoy (1844-1929)



The news on intellectual property litigation includes
several cases with broad significance for the public
and a few with implications for practitioners. 

FACEBOOK – LIKE BUTTON, YAHOO! 
The ubiquitous Facebook has been sued over the use of its
“like” button and other features alleged to infringe two
patents issued to Dutch programmer Joannes Jozef Ever-
ardus van Der Meer. Van Der Meer used the technology
to develop a “social diary” called Surfbook. The suit was
filed in the U.S. District Court for the Eastern District of
Virginia by patent-holding company Rembrandt Social
Media. The case is discussed by BBC News at http://
www.bbc.co.uk/news/technology-21411622 and in a press
release issued by the law firm Fish and Richardson.
Meanwhile, Facebook and Yahoo! settled their suit and

countersuit and formed an advertising alliance, as reported
by BBC News. http://www.bbc.co.uk/news/technology-
18748213.

BLACKBERRY SETTLES WITH NTP; HIGH-LEVEL
CONCERN OVER SMART PHONE LITIGATION
In Feb., Blackberry maker Research in Motion settled a
long-running patent infringement suit brought by patent
holding company NTP. The suit would have resulted in a
shut-down of Blackberry’s wireless email service. CNN
Money reports a settlement of $512 million as a one-time
payment for the life of the allegedly-infringed patents to
enable RIM to continue to manufacture and use the tech-
nology. http://money.cnn.com/2006/03/03/technology/
rimm_ntp/
BBC News reports that high-level concerns regarding

conflicts over smart phone technology and their implica-
tions for users has prompted intervention by the United
Nations and official investigations by the European Union.
http://www.bbc.co.uk/news/technology-18736415 

HOLDING COMPANY LITIGATION
Holding companies, sometimes referred to as trolls, are
responsible for a significant amount of patent litigation. It
is worth reading three articles from Ars Technica on cases
involving for wi-fi patents, the shopping cart, and the stan-
dard of proof in online piracy cases. 
In “Wi-Fi patent troll hit with racketeering suit emerges

unscathed,” Joe Mullin reports on Innovatio IP Ventures’
strategy of targeting end users such as hotels and coffee
shops. See, http://arstechnica.com/tech-policy/2013/02/
wi-fi-patent-troll-hit-with-novel-anti-racketeering-charges-
emerges-unscathed/. In “How Newegg crushed the “shop-
ping cart” patent and saved online retail,” Mullin details
litigation concerning the shopping cart and system identi-
fication patents and NEWEGG’s success in having the
patent declared invalid. See, http://arstechnica.com/tech-
policy/2013/01/how-newegg-crushed-the-shopping-cart-
patent-and-saved-online-retail/ and the case, Soverain
Software v. NEWEGG, at http://www.cafc.uscourts.gov/
images/stories/opinions-orders/2011-1009.Opinion.1-17-
2013.1.PDF. In a third article, “Judge hints at jail time for
porn troll Prenda Law over identity theft,” Timothy B. Lee
focuses on Prenda Law and a case that addresses the stan-
dard of proof for identifying infringers — and also involves
allegations of identity theft. http://arstechnica.com/tech-
policy/2013/02/judge-hints-at-jail-time-for-porn-troll-
prenda-law-over-identity-theft/ IP

4

IP Litigation

In its Trade Fact of the Week for Jan. 7, 2013, ProgressiveEconomy observes that trade in counterfeit goods now
accounts for 1.7 percent of all trade. Referring to a

seizure of “counterfeit sexual dysfunction medications” sold
on Craigslist as genuine, Progressive Economy comments:

The Yorba Linda case was very typical. Like most
seized counterfeits, it reached the U.S. in a small
package — 9,500 of last year’s counterfeit shipments
arrived by express parcel, and 8,500 by mail. Like
most manufactured counterfeits, it arrived from China
— Customs agents traced $906 million of the $1.26
billion worth of seized counterfeit goods back to the
PRC, and another $154 million to Hong Kong. And
like many other counterfeit goods – brand-name
running shoes that come apart on corners, sunglasses
fully permeable to ultraviolet, perfume cut with pond-
water and worse, 65 shipments of mock airbags, 2,343
batches of medicine, totaling 3.7 million doses of
adulterated or useless junk — it was dangerous. IP

Read the full article at http://progressive-economy.org/
counterfeit-share-of-trade-1-7/.

Counterfeits Now 1.7 Percent of All Trade
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This article is reproduced in two parts from the U.S.
Patent and Trademark Office website,
www.uspto.gov. Look for Part II in the next

edition of IP.
The inventor’s oath or declaration provision, which

became effective on Sept. 16, 2012, streamlined many
aspects of filing an inventor’s oath or declaration. In an
earlier post from Nov. 2012, we discussed the simplified
content required to be included in an inventor’s oath or
declaration and delayed submission of an inventor’s oath or
declaration, among other topics. Here, we offer additional
guidance regarding the use of a substitute statement, which
can be filed in lieu of an oath or declaration. Additionally,
we address the process for correcting inventorship and
changing/updating inventor names or the order of the
names of joint inventors. Lastly, we provide instructions for
completing select USPTO inventor oath or declaration
forms as well as five example fact patterns with an explana-
tion of how to determine what inventor’s oath or declaration
related documents must be filed with the USPTO for each.

USE OF A SUBSTITUTE STATEMENT 
Section 4(a) of the AIA amends 35 U.S.C. § 115 to allow a

non-inventor applicant to file a substitute statement in place
of an inventor’s oath or declaration under permitted circum-
stances in applications filed on or after September 16, 2012.
The permitted circumstances include where an inventor is
deceased, legally incapacitated, cannot be located after diligent
effort, or refuses to sign an oath or declaration. A non-inventor
applicant who may file a substitute statement includes: (i) the
legal representative (e.g., executor, administrator, heirs) of a
deceased or legally incapacitated inventor pursuant to 37
C.F.R. § 1.43; (ii) a joint inventor(s) under 37 C.F.R. § 1.45
on behalf of an inventor who refuses to join in a patent appli-
cation or cannot be found or reached after diligent effort under
37 C.F.R. § 1.45; (iii) an assignee or obligated assignee under
37 C.F.R. § 1.46; or (iv) a person who otherwise shows suffi-
cient proprietary interest in the matter after the USPTO grants
an applicant’s petition under 37 C.F.R. § 1.46. 

The table below summarizes the requirements that a non-
inventor applicant must satisfy for a substitute statement:
Notably, there is certain information that a non-

inventor applicant need not include with a substitute state-
ment. First, a non-inventor applicant need not submit

AIA Practice Tips: Part I
Using a Substitute Statement, Correcting Inventorship, Changing/
Updating Inventor Names or Their Order, and Filing USPTO Inventor’s
Oath or Declaration Forms
By Janet Gongola, Patent Reform Coordinator, U.S. Patent and Trademark Office

REQUIREMENTS FOR A SUBSTITUTE STATEMENT CONTENT

Demonstrate compliance with oath or declaration require-
ments in 37 CFR 1.63(a) per 37 CFR 1.64(b)(1)

• Identify the inventor or joint inventor;
• Identify the application;
• Contain a statement relating to the inventor being an
original inventor; and

• Contain a statement that the application was made or
authorized to be made by the person executing the substi-
tute statement.

Identify who is executing the substitute statement per
37 CFR 1.64(b)(2)

• Identify the person executing the substitute statement;
• Identify the relationship (e.g., assignee) that the executing
person has with the inventor or joint inventor; and

• Provide the residence and mailing address (where mail is
customarily received) of the person signing the substitute
statement UNLESS such information is supplied in an
Application Data Sheet (ADS) complying with 37 CFR 1.76.

Identify information about each inventor per 37 CFR 1.64(b)(4) • Supply an ADS complying with 37 CFR 1.76;
- OR-

• Identify each inventor by their legal name; and
• For each inventor who is not deceased or under a legal inca-
pacity, identify the last known mailing address where the
inventor customarily receives mail, and the last known resi-
dence, if an inventor lives at a location which is different
from where the inventor customarily receives mail.

Acknowledge penalties and punishment per 37 CFR 1.64(e) Contain an acknowledgement that any willful false state-
ment made in a substitute statement is punishable under
section 1001 of title 18 by fine or imprisonment of not more
than 5 years, or both.

(continued on page __)
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cile,” and works ‘first published’ in any of the nearly 180
nations that have signed a copyright treaty with the United
States.” Slip op. pp. 1-3. 
The full text of the decision can be found at http://

www.law.cornell.edu/supct/pdf/11-697.pdf.

IMPLICATIONS
This case opens the door for both private and commercial
importation of works lawfully published abroad, at least
in countries with copyright laws that are not inconsistent
with U.S. law and practice. This holding ensures that
goods manufactured domestically and goods manufac-
tured abroad are accorded the same treatment, a result that
is consistent with the United States’ obligations under the
Berne Convention for the Protection of Literary and
Artistic Works, the Universal Copyright Convention, the
Agreement on Trade-Related Aspects of Intellectual Prop-
erty Rights, and other international agreements relating
to copyright. The holding will not authorize the importa-
tion of pirated works, regardless of whether the piracy
occurs in the United States or abroad. However, it may
increase the complexity of legal mechanisms to prevent
the importation of pirated works, such as recording a
copyright with Customs and Border Control, since the

imported work may have been legally obtained. 
The effect the holding on industry practice and on

consumers remains to be seen. Foreign-published copies
of U.S. works are already available on the internet. A clear
holding that such works can lawfully be imported and sold
may broaden that market, allowing consumers to purchase
at a lower price. However, concern that works are pirated
rather than grey-market (i.e., reproduced without author-
ization rather than lawfully obtained abroad as in Kirtsaeng
may deter orders. Other practices, such as different quality
printing or paper, may also slow the growth of the market
for grey-market books. However, if there should be a
significant shift in the market to grey-market goods, it
seems likely that industry will take market changes into
account and re-examine its marketing structure and
pricing practices. IP

JUDY WINEGAR GOANS works in intellectual property and
international trade with Nathan Associates Inc., an economics
and management consulting firm in Arlington, Va.
(www.nathaninc.com) Goans primarily provides technical
assistance to developing countries and emerging markets that
are attempting to strengthen their intellectual property
systems to meet international norms.

Supreme Court Upholds First Sale Doctrine for Works Lawfully Made Abroad (continued from page 1)

proof of the permitted circumstance to file a
substitute statement (e.g., inventor’s death certifi-
cate to establish that a named inventor is
deceased). Additionally, a non-inventor applicant
is not required to state in the substitute statement
that he/she has reviewed and understands the
contents of the application, including the claims.
Nevertheless, the non-inventor applicant should
indicate review and understanding given that
he/she is under a duty to disclose to the USPTO
all known information that is material to the
patentability of the claimed invention as defined
in 37 C.F.R. 1.56. 
Finally, a non-inventor applicant may postpone

filing a substitute statement until the application
is otherwise in condition for allowance (except for
reissue applications). IP

AIA Tips — Part 1 (continued from page 5)
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ANTIGUA PROPOSES TO SUSPEND PROTECTION OF
U.S. INTELLECTUAL PROPERTY 
In an unusual turn of events, the nation of Antigua and
Barbuda (“Antigua”) recently proposed to suspend its
protection of U.S.-held intellectual property as compen-
sation for Antigua’s losses due to U.S. prohibitions on
internet gambling. In the WTO dispute United States —
Measures Affecting the Cross-Border Supply of Gambling
and Betting Services, Antigua complained that U.S. laws
on internet gambling violated the General Agreement on
Trade in Services by making it illegal to place bets from
another WTO Member (specifically Antigua) even though
such bets could be placed within the United States. It is
unclear how Antigua would implement its withdrawal of
protection or how Antigua would limit its effects so that
they did not exceed the compensation to which Antigua
is entitled. The case was initiated on Mar. 13, 2003, and
events are still unfolding. 

WHO, WIPO, WTO STUDY HEALTH INNOVATION AND
ACCESS TO MEDICINES
On Feb. 5, 2013, heads of the World Health Organiza-
tion, World Intellectual Property Organization, and World
Trade Organization released a study of the policies needed
to advance medical and health technologies and to ensure
they reach the people who need them. A summary and
instructions on how to order the book, Promoting Access
to Medical Technologies and Innovation: Intersections
between Public Health, Intellectual Property and Trade,
can be found at http://www.who.int/mediacentre/
news/releases/2013/book_launch_20130205/en/. 

AFRICAN UNION PLANS PAN-AFRICAN IP OFFICE 
On Jan. 28, heads of state of the African Union
announced that they will seek to establish the Pan-African
Intellectual Property Organization (PAIPO). 

INDIA COMPULSORY LICENSE
In a controversial move, India has issued a compulsory
license for a Bayer patent for an anti-cancer drug. See,
http://www.ipindia.nic.in/ipoNew/compulsory_License_
12032012.pdf. 

INTERNATIONAL AGREEMENTS
The Russian Federation became a WTO member effective
Aug. 22, 2012; Vanuatu on Aug. 24, 2012; and Lao
People’s Democratic Republic effective Feb. 2, 2013. 

PCT: New International Bureau fees are effective from
Jan. 1, 2013. PCT circular letters issued since 2002 are avail-
able at http://www.wipo.int/pct/en/circulars/index.html.
Egypt’s Patent Office will begin functioning as an ISA/IPEA
on Apr. 1, 2013. 

Panama acceded to the UPOV 1991 Act on November
22, 2012. Syria denounced the Madrid Agreement.
Australia, Syria, and Tajikistan announced changes in the
Madrid individual fees. New Zealand acceded to the
Madrid Protocol effective Dec. 10, 2012 and notified
under the Madrid Common Regulations that it will
require a statement of intent to use a mark. IP

International News

Antigua as seen from space. Photo courtesy NASA.
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U.S. Customs and Border Protection reports that
its seizures of infringing goods increased again in
2012. The following is reproduced in its entirety

from the U.S. Customs and Border Protection report,
Intellectual Property Rights Fiscal Year 2012 Seizure
Statistics. The entire report can be accessed at
http://www.cbp.gov/xp/cgov/trade/priority_trade/ipr/ipr_
communications/seizure/.

IPR SEIZURE TOTALS

MSRP is the manufacturer’s suggested price for merchan-
dise sold at retail to the consumer. MSRP for counterfeit
goods is the retail price the goods would have had if they
had been genuine. Domestic value is the cost
of the infringing merchandise when it was
last purchased plus all duties, fees, broker’s
charges, unloading charges, U.S. freight
charges to bring the property to the
importer’s premises, and profit.
In FY 2012, the MSRP of goods seized

increased from FY 2011 despite a slight
decline in the number of seizures. This is
partly due to the expiration of a commonly
enforced patent and the elimination of 19
U.S.C. §1337 Exclusion Orders from IPR
seizure statistics, which have previously been
included. In FY 2012, 68 Exclusion Order
enforcement actions were taken.

The Digital Millennium Copyright Act of 1998
prohibits gaining unauthorized access to a work by
circumventing a technological protection measure put in
place by the copyright owner where such a protection
measure otherwise effectively controls access to the copy-
righted work. In FY 2012, 25 shipments of such circum-
vention devices were seized.
• The total number of IPR seizures in FY 2012
decreased by 7.8 percent compared to FY 2011.

• The total MSRP for IPR seizures increased from
$1.11 billion in FY 2011 to $1.26 billion in FY
2012, averaging more than $10,450 per seizure.

• The domestic value of all IPR seizures in FY 2012
decreased by 12.2 percent compared to FY 2011.

ICE and CBP report both the domestic value and
MSRP for IPR seizures to assist in determining by
the copyright owner where such a protection
measure otherwise effectively controls access to the
copyrighted work. In FY 2012, 25 shipments of
such circumvention devices were seized. IP

Seizures of Infringing Goods Up in 2012

SEIZURE TOTALS

FY 2011 FY 2012

Number 24,792 22,848

MSRP (est. in millions) $1,110 $1,262

“As I uttered these inspiring words the idea came like a
flash of lightning and in an instant the truth was revealed.
I drew with a stick on the sand the diagram shown six
years later in my address before the American Institute of
Electrical Engineers, and my companion understood
them perfectly. The images I saw were wonderfully sharp
and clear and had the solidity of metal and stone, so
much so that I told him, “See my motor here; watch me
reverse it.” I cannot begin to describe my emotions.
Pygmalion seeing his statue come to life could not have
been more deeply moved. A thousand secrets of nature
which I might have stumbled upon accidentally, I would
have given for that one which I had wrested from her

against all odds and at the peril of my existence …” 
— Nikola Tesla 

“Whoever had invented long division has a lot to
answer for.” 

—  Joan Lingard, The Chancery Lane Conspiracy

“I do not think there is any thrill that can go through
the human heart like that felt by the inventor as he sees
some creation of the brain unfolding to success … Such
emotions make a man forget food, sleep, friends, love,
everything.” 

— Nikola Tesla 

Notable Quotables


